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B UHTEJIJIEKTYAJIbHOW

rPAXXAAHCKUN BPAK \
COBCTBEHHOCTU

BJIAAVUMWP BUPIOJIUH, napTHEp

mpunuqe\xoﬁ dupmbl «FropoaAnNCCKUN U

[MapTHEpbI», — 0 pAaCNOPSAXXEHUU NPABOM
a UHTeJ//1IeKTYa/IbHYI0 CO6CTBEHHOCTb




M HTenneKkTyanbHasa c06CTBEHHOCTb BKNIOYaeT B cebA Heckonbko 06beKkToB,

B YaCTHOCTU NaTeHTbI ¥ TOBapHble 3HaKu. He3aBUMMo 0T TOro, Kako 310
06beKT, 3T0 C06CTBEHHOCTb, KOTOPOIi MOXKHO NOJIb30BAaTbCA U PacNOPAKATLCA.
MpakKTnKa nokasbiBaeT, YTo 0CHOBHbIM CMOCO6OM pacnopsxeHUs NpaBamm Ha
WHTEeNNeKTyaNnbHYH C06CTBEHHOCTb ABNAITCA OTUYKAEHME, NIULIEH3UPOBaHKe U

WHOrAA 3aN0r.

3aKoH NpegycmaTpuBaeT onpegenéHHble
npasuna obpalleHns c naTeHTamu 1 ToBap-
HbIMU 3HaKamu. Tak, MpaxkgaHCKNM Kogekc
B CTaTbe 1232 B N. 1 yKa3biBaeT, YTo NpaBo-
obnagatenb 06s3aH yBeJOMNATb NaTEHTHOE
BeJOMCTBO 06 M3MEHEeHNN OTHOCALUXCA K
rocyfapCTBEHHOWM pernctpaunmn pesynbTa-
Ta NHTeNNeKTyaNbHON AeATENbHOCTN NN
CpeacTBa MHAMBMAYaNM3aLmMm CBeAeHUN o
npasoobnagatene. Puck HebnaronpuATHbIX
nocnefCcTBMI B CJlyyae, eC/iv Takoe yBeLoM-
NeHve He chienaHo, HecéT npasoobnajatenb.

[anee: B n. 2 yKaszaHHOW CTaTb/ FTOBOPUT-
CA 0 TOM, UTO B Clyyanx, Korga pesynbraT
VHTEeNNeKTyaNbHON feATeNbHOCTU UK
CpeACcTBO UHANBUAYANM3ALUN NOANEXNT
rocyfapCTBeHHOW perncrpaunm, oTuyx-
JeHNe NCKIIOYNTEIbHOro NpaBa Ha Takown
pe3ynbTaT UK Ha Takoe CpefCcTBO Mo AOro-
BOPY, 3a/10T 3TOro Npaea v npejocTaBieHne
npasa MCNoNb30BaHUA TaKOro pesynbraTta
WA TaKoro cpefcTBa No AOroBopy, a pas-
HO 1 Nepexof UCKJIIUYNTENbHOro Npasa Ha
Takon pe3ynbTaT UM Ha Takoe CpeacTBo
6e3 JoroBopa Takxe noanexart rocygap-
CTBEHHOW perncrpayuun.

MyHKT 6 3TOW CTaTby, Ka3anocb Obl, pasb-
AcHAeT NYHKT 2. NyHKT 6: Nnpu Hecobnto-
AeHuun TpeboBaHMA O roCyfapCTBEHHON
perncTpaumm nepexona UCKIIOYNTENbHO-
ro npaBa Ha pe3ynbTaT UHTeNNIeKTyalbHOMN
OeATeNnbHOCTU UKW Ha CPeACTBO NHANBM-
Ayanvsauum no 4oroBopy 06 oTuyKaeHumn
NCKMIOYMTENIbHOTO NpaBa unv 6e3 goroso-
pa, 3a50ra NCKUYUTENbHOIO NpaBa NMbo
npefocTaBieHnA APYyroMmy nuuy npasa
MCNONb30BaHNA Takoro pesynbraTta unm
TaKoro cpefcTBa Nno JOroBOpy Nepexon
VNCKITIOYNTENbHOMO NpaBga, ero 3anor unum
npegocTaBfieHVe NpaBa MCNONb30BaHNA
CUMTaeTCA HeCOCTOABLUNMCA.

TepMUH «HEeCOCTOABLUNINCA» MOXKET Bbl-
3bIBaTb BOMPOCHI. 3HAYMT NN 3TO, YTO AOrO-
BOP O pacrnopaAeHnn NpaBom Npun3HaéTca
HefeNncTBUTeNbHbIM 6e3 perncTpauun? 31a
npo6nema cyuwecrtsoBana fo 2019 roaa.
23 anpena 2019 roga NneHym BepxoBHoro
Cypa Bbinyctun MNoctaHoBneHue N2 10, B
KOTOPOM Pa3bsACHWI, YTO «HecobnoaeHe
Tpe6oBaHMA O rocylapCTBEHHON peru-
CTpaunn He BNeYET HeJeNCTBMTENIbHOCTHN
camoro gorosopa». To eCTb MOCTaHOBNEHME
pa3bACHAET, UTO 3aKoHoJaTelb NPOBOANT
pasnuuune mexapy LOroBOPOM Kak TaKOBbIM
1 TeM, YTO B HEM HanncaHo.

O6s3aTenbCTBEHHbIe OTHOLLIEHWSA CTOPOH,
BblTeKalLme N3 4Orosopa, BO3HNKAIOT He-

3aBMCMMO OT roCyfapCTBEHHOW perncrpa-
uumun. Takum o6pa3om, CTOPOHbI fOroBopa
(Hanpumep, NMUEH3MAT) MOTYT BECTM XO-
3ANCTBEHHYI0 feATENIbHOCTb, BbiNyCKaTb
npoayKkuuto, npogasatb e€, Npon3BOAUTb
PacyéTbl MeXay HUMMN.

DTV OTHOLIEHNA MOXHO YNoaobuTb rpa-
XKOaHCKomy 6paKy, korga nioAmn Ha OCHOBa-
HUW YCTHOTO COrNaweHna n NPnBA3aHHOCTY
61aronony4yHo NPOoXKMBAIT APYT C APYTOM,
HO 6€e3 rocygapCTBEHHOW permcTpanmm nx
OTHOLLEHWI NX CO3 He NPU3HaETca Tpe-
TbUMU NLAMWN.

Kasanocb 6bl, 3aueM HyXHa permcrpa-
uua pacnopaxeHna npasom? OTBeT Ha
3TOT BONPOC COAepXUTca B cT. 433 (n. 3)
lpaxpgaHckoro Kogekca: «[lorosop, noane-
KAl rocyaapCcTBEHHON perncTpaunm,
cuMTaeTCa AnA TPeTbUX ML 3aKTYEHHbBIM
C MOMEHTA ero perncrpaymm.

34ecb Mbl BUAMM CMeLleHne NOHATUN Y
camoro 3akoHopatens. B ct. 433 (n. 3) roBo-
puTCA 0 perncTpauumn gorosopa (xota 3gecb
MMelTCA B BUAY Ntobble JOroBopbI, nogne-
»Kalme rocyfapcTBeHHON perncrpaymm), a
B CT. 1232 (n. 6), KacatoLlencs ToNbKO UHTEN-
NeKTyanbHOW CO6CTBEHHOCTUN, FOBOPUTCS O
perncTpaumy nepexofa NCKNIoYNTeIbHOro
npasa, a He gorosopa. [loctaHoBneHne N2 10
06DbACHAET pasHULY MeXay CaMyMM AOrOBO-
POM 1 NEePEXOAOM NCKIIOUUTENBHOMO NPaBa,
3adMKCMPOBAHHOIO B AOFOBOPE, KacaloLem-
CA MHTeNNeKTyasNlbHOW COBCTBEHHOCTU.

B cnyuyae ecnun rocypapctBeHHas peru-
cTpaumA OCyLleCcTBAAGTCA NO KelaHWIo
npasoob6nagartens (Hanpumep, Nporpamma
OBM), To TpeboBaHMe 0 perncTpaLlmm Joro-
BOpa (CKopee — 0 pacnopsaAXeHUn NpaBom)
npegbABNAETCA TONbKO B C/lyyae permcrpa-
LM CaMOW NPOrpammbl.

Ha npakTuke TpeTbn nnua MoryT okasaTb
CcyliecTBEHHOE BAMAHNE Ha UCMOTHEHNE
He3aperncTprpoBaHHOro gorosopa. Hanpu-
Mep, NMueH3naT BbiNyckaeT NpoayKLuuio
(oKkasblBaeT ycnyru) Ha OCHOBe NNLEH3UN
Ha TOBapHbIN 3HaK. B cnyyae HapyweHuna
npas Ha TOBapHbI 3HaK TONbKO Bnagenew
TOBapPHOro 3HaKa MOXeT NofdaThb NCK B 3aLu-
Ty CBOMX NpPaB 1 NOAYYNTb 3@ 3TO KOMMNEH-
cauyuto. MNMpoaykuma, Bbinyckaemas 1 Npo-
JaBaemas NMLeH3MaToM, C TOUYKN 3peHmn
TpeTbyx NuL, OyneT BbirnAfeTb He3aKOHHON.
MonoxeHune nuueH3naTa 3aBUCUT OT JO6pON
BONIM BRajenblia TOBApPHOro 3HaKa. Takxe
B CJlyyae Heob6XoAMMOCTY NULEH3UAT He
MO>KeT pacnopAfanTbLCA CBOMM He3aperu-
CTPUPOBAHHbIM NPABOM.
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PacuéTtbl mexgy cTOpoHamu ocyuie-
CTBNATCA Yepe3 6aHK, KOTOPbIN MOXeT
notpeboBaTtb NpeACTaBUTb NMNLEH3VIOHHbIN
fgoroBop. B 3Tom ciiyyae nnatéx moxeT ObiTb
OCYLLeCTBNEH MO yCMOTPeHMIo 6aHKa.

Bonpocbl, nogHATbIE B 3TOW CTaTbe, He
BCerfa reopeTnyeckue. IHorga oTHoweHuA
MeXJy CTOpOoHamMM nepeTeKkatoT B cyd. Tak,
TOProBO-CePBUCHBIN LeHTp «Jleo CmapTy,
Bnageney ToBapHoro 3Haka N2 354118,

cMapT

B 2019 rogy nuueH3npoBan TOBapHbIN 3HaK
000 «Jleo CmapT ABTO». C MOMEHTa 3aK/to-
YeHMs NIMLEH3UOHHOrO COornalleHuns NPoLLo
aBaroga. B 2021 rogy Bnagenew ToBapHOro
3HaKa obpaTtunca B ApbutpaxHblin cya Yo-
MypTCKOW Pecny6nvKky ¢ NCKOBbIM 3asBre-
Hnem K OO0 «JTeo CmapT ABTO» O B3blCKaHWV
KOoMreHcaumm B pasmepe 1 MiH pybneri 3a
HapyLleHVe NCKNIoYNTENIbHOTO NpaBa Ha To-
BapHbI 3HaK (geno N A71-15/2022). OcHo-
BaHMeM A1 CyAebHOro Ucka nocymno 1o,
YTO CTOPOHbI 3aK/OUNIIN INLLEH3MOHHOE CO-
rnawleHue, Ho He 3apeructpuposanu ero. Cyn
B YOOBNETBOPEHMUM UCKOBbIX TpeboBaHMi
oTKa3san. Mctey obpaTtnncs B anennaunoH-
HbI CYA U TOXE MOMyYuns OTKa3.

WcTew onatb obxxanoBan peLieHve B cyge
Mo VHTeNeKTyaNbHbIM NpaBam. B o6ocHoBa-
HMe KaccalMOHHON Xanobbl nctey ykasarn,
YTO NPU OTCYTCTBUM rOCYAaPCTBEHHON pern-
cTpauum (ctatba 1232 TK PO, n. 6) npepo-
CTaB/eHVie NpaBa UCMONb30BaHNA NMPU3HAET-
cA HecocToABWIMUMCA. COOTBETCTBEHHO, HET
npaga Ha MCMNosib30BaHMe TOBAPHOro 3HaKa.

Cyn, ogHako, cocnancs Ha lNocTtaHoBne-
Hue MneHyma BepxosHoro Cyga N2 10 ot
23 anpena 2019 roga, B KOTOPOM yKasa-
HO, UTO HecobnoaeHe TpeboBaHUA O ro-
CyfapCTBEHHOWN perncTpauunm He BievéT
HeleNCTBUTENIbHOCTM CaMOro JOroBopa.
O6na3aTeNbCTBEHHbIE OTHOLLEHUA U3 AOrO-
BOpa, NpefoCTaBfeHMe MpPaBa Nno KOTOpomy
NoANEXMNT roCyfapCTBEHHOW perncTpauum,
BO3HUKAOT HE3ABUCUMO OT rocyfapCTBEH-
Hol peructpauumm (ctatba 433 TK PO, n.n. 1
1 3). Eweé cyabl nepsou 1 anennAaynoOHHOMN
WHCTAHUMW YCTAaHOBWAU, YTO AOTOBOP Obin
3aKJI0YEH, YTO NPV NOANUCAHUN JOTOBOPa
BOJIA CTOPOH PpopmupoBanacb cBO604HO,
No3TOMY MCMONb30BaHVe TOBAPHOTO 3HaKa
OCYLLEeCTBNANOCH C COrflacua npaBoobnaga-
TenA 1 He ABNANOCH HapyLeHNeMm npas UcT-
La. B KoHeUHOM rTOre KaccauroHHas »anoba
ncTua 6bina ocTaBeHa 6e3 yIoBNeTBOPEHUS.

B 3Tom cnyuyae feno 3aKOHUYMNOCH K
yAOBNEeTBOPEHUIO OTBeTYMKa. Ho Tak mMo-
XeT ObITb He Bcerga. CnTyaLmsa MOXeT ObITb
Pa3HON, TaK Xe Kak 1 NOoC/IeACTBUSA, MO3TOMY
BO n136exaHne BO3MOXHbIX OCJIOXKHEHU
BCerga pekoMeHayeTcs 4OBOAUTb CAENKY
[0 KOHLA, perucTpmpoBaTtb JOroBOpPbI B
naTeHTHOM BeJOMCTBe.
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e it a patent or a trademark it may be subject of a business
deal. The deal may be a license, an assignment or a pledge.
The question arises: is it necessary to register the deal?

The law provides in its Article 1232 (2) of
the Civil Code that if the result of intellectual
activity or means of individualization is
subject to state registration, assignment
of the exclusive right, pledge of this right,
or granting the right of use of the result of
intellectual activity, and likewise the transfer
of the exclusive right without a contract are
also subject to state registration.

It seems that everything is clear in this
provision. There is however another provision
in the cited article, i.e. Article 1232 (6). It reads
that If the requirement of the state registration
of assignment of the exclusive right to the
result of intellectual activity or means of
individualization or pledge is not complied
with, such assignment, pledge or grant of
the right to use intellectual property subject
matter shall be considered as not taken place.

The Russian term “as not taken place” may
be misleading. In many cases it is translated
into English as “invalid” which is not correct.
In the Russian IP parlance it means a different
thing which is not readily understood.

The term itself was coeval with the term
“invalid” in the versions of the Civil Code
before 2014. Before 2014 the relevant provision
read that if a contract has not undergone state
registration it is invalid. The word “invalid”
was excluded from that Article 1232 while
“has not taken place” took place of “invalid”

The confusion was so much widespread
that the Supreme Court issued clarification
in its Decree No 10 of April 23, 2019. It
dedicated a whole section to the disposal of
rights for intellectual property to clear the
misunderstanding. It seems that the meaning
of the term in the contract “has not taken
place” lies between “valid” and “invalid” in
the same way as informal marriage exists
where a couple is satisfied with its life but is
not formally married.

As noted above, a contract or rather disposal
of rights contained in it shall be registered with
the patent office. Concurrently, the Decree
No 10 sets forth that failing to register the contract
does not entail invalidation of the contract.

The Decree explains that the transfer of
the exclusive right (in case of assignment),
or disposal or right according to a license
agreement becomes valid for third persons
at the moment of state registration of the
relative contract. However mutual obligations
of the parties emerge regardless of the state
registration. In this regard the Decree relies on
Article 433 (1) of the Civil Code providing that
a contract shall be recognized to be concluded
when both parties sign the contract.

It was noted in one of the judgments
that if one party accepted performance of
the contract in full or in part, or otherwise

confirmed validity of the contract
that party cannot assert that the
contract is not concluded. This is
set forth in Article 432 (3) of the
Civil Code.

So, what is the worth of the
contract and of its registration?
The contract becomes valid for
the contracting parties from the
moment of signing and becomes
valid for third persons from the
moment of its state registration.

The parties may safely
cooperate with each other
according to an unregistered
contract and pay money
according to their contractual
obligations. Though, if e.g. a
Russian licensee remits money to
his foreign licensor the bank may
ask for the contract, and if the
contract is not registered this will
be to the discretion of the bank
whether to allow remittance of
royalty or not.

Likewise, the parties in the contract may
interact with other persons. If e.g. a patent
or a trademark is licensed the rights of the
right holder may be infringed. Those rights
cannot be enforced by the licensee having an
unregistered contract. So enforcement will
depend on the goodwill of the right owner.
One may also predict other hassles in case
there is no registration of the contract.

If we look deeper in possible sequences
of an unregistered contract we see that the
assignee will not be able to dispose of his right
further or enforce them. If a pledge is not
registered and the pledgor does not comply
with his obligations the creditor will not be
able to levy execution on the pledged IP.

If the license is not registered, the goods
produced by the unregistered licensee will
not be legal from the point of view of third
persons. This may raise the issue of exhaustion
of rights, i.e. re-sellers may be regarded as
infringers.

The Issue of registration or non-registration
sometimes surfaces in business relations
between the parties. In one of the cases Leo
Center, sales and service center, owner of a
trademark No 314118 licensed the trademark
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to Leo Smart Auto Ltd. in 2019. Two years
later, In 2021, the owner of the trademark sued
the licensee and claimed compensation in the
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amount of 1,000,000 rubles for infringement
of his rights (case No A71-15/2022). The
basis for the court action was that the parties
had concluded a license agreement but not
registered it. Hence, the licensor opined that
the transfer of rights “had not taken place”,
i.e. the licensee did not have right to use the
trademark. He referred to Article 1232 (6) of
the Civil Code (cited above). Thus, according
to the licensor the use of the trademark by
the licensee was infringement of rights of the
licensor. The licensee (respondent) stated in
his motion to the court that the trademark
was being used in accordance with the license
agreement. The court of 1st instance and the
court of appeal dismissed the licensor’s claim.

The licensor appealed the judgment at
the IP court in its capacity as cassation
instance. IP court explained that failing to
register the agreement does not invalidate
it. Promissory obligations ensuing from
the contract regarding the transfer of rights
emerge regardless of the state registration. The
parties expressed their free will in the contract
and thus should comply with their obligations.
Finally, the cassation complaint was dismissed
on January 20, 2023.

The success of the respondent licensee
in this case is not a good example for
business. The consequences may be different
depending on particular circumstances. In
order to avoid possible inconveniences it is
always recommended that IP contracts be
registered with the patent office in which
case a business will roll on smoothly and
without hitches.



